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DETAILED ACTION 

Claim Rejections - 35 USC §101 

35 U.S.C. 101 reads as follows: 

Whoever invents or diseo\ ers any new and useful process, machine, manufacture, or composition of matter, or an> new and 
useful improvement thereof, ma\ obtain a patent therefor, subject to the conditions and requirements of this title. 

Claims 1-23 rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. Based on Supreme Court precedent, a method/process claim must (1) 
be tied to another statutory class of invention (such as a particular apparatus) (see at least 
Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); 
Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)) 
or (2) transform underlying subject matter (such as an article or materials) to a different state or 
thing (see at least Gottschalk v. Benson, 409 U.S. 63, 71 (1972)). A method/process claim that 
fails to meet one of the above requirements is not in compliance with the statutory requirements 
of 35 U.S.C. 101 for patent eligible subject matter. Here the claims fails to meet the above 
requirements because the steps are neither tied to another statutory class of invention (such as a 
particular apparatus) nor physically transform underlying subject matter (such as an article or 
materials) to a different state or thing. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims, 6, 11, 18, 19, 21-23 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 1 recites wherein the information sources include content not generally accessible 
through the Internet. Since in claim 9 it is indicated that the search result data is derived from 
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information resources (understood to mean that the search result data is accessed though the 
Internet by search engine), it is unclear what kind of information is considered "not generally 
accessible" through the Internet. 

Claim 18 recites the method of claim 13 wherein a fee paid for the advertisement 
associated with the search term is based on prominence of the placement of the link in the search 
result and number of selections of the link to the item of search results. Claim 18 merely recites 
determining whether a user selected a link to the item when the link was included on a page 
other than the first page, and when it is determined requesting and advertisement to be placed on 
the first page. Claim 13 does not recite if the advertisement is associated with the search term, it 
is only indicated that advertisement is requested when it is determined the user selected a link on 
page other than the first page. It is also unclear how the fee is based on prominence of placement 
of the link and number of selection of the link if the advertisement is requested based on a user 
selecting a link on page other than the first page. Is the advertisement selected based on a user 
selecting a link on a page other than the first page or based used on the prominence of placement 
of the link? 

Claims 19 and 30 recite therein a larger fee is paid when the placement is less prominent. 
It is unclear if the fee is for placement of the link in the search result of placement of the 
advertisement. 

Claims 6, 21, 32 and 21 recites wherein the determining includes calculating a metric to 
indicate whether an advertisement for the item should be placed along with search result for a 
certain search term, the metric being based on number of times users selected a link for the item 
that was not placed on the first page of the search result. Claims 1 and 13 however recites 
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"determining whether a user selected a link to an item when the link included on a page other 
than the first page, so it is unclear how the determining whether a user selected a link on a 
second page includes "calculating a metric 

Claim 13 is recites the limitation "determining whether a user selected a link to the item 
when the link was included on a page other than the first page of a search result". There is 
insufficient antecedent basis for this limitation in the claim. Claim 24 is rejected for the same 
reason. 

Claim 14 is recites the limitation "wherein a search engine service provides the link of a 
search result ". Claim 13 does not recite "a link of a search result". There is insufficient 
antecedent basis for this limitation in the claim. 



Claim Rejections - 35 USC §102 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

Claims 1-35 are rejected under 35 U.S.C. 102(e) as being anticipated by Calabria et al. 
(US 2005/0137939 Al). 

Regarding claims 1 and 4-12, Calabria teaches receiving search result data for searches 
that include a link for the item in its search result, the search result data for a search indicating a 
search term, placement of the link within the search result, and whether user selected the link for 
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the item; determining based on the received search result data whether users who entered a 
certain search term subsequently selected the link to the item even though the link was not 
prominently placed in the search result; and when it is determined that users who entered a 
certain search term subsequently selected the link to the item even though the link was not 
prominently placed in the search result, indicating to place an advertisement for the item along 
with the search result for that certain search term wherein the advertisement is prominently 
placed along with the search result (see [0006]-[0017], [0021] - [0025], [0053]-[0057] 
sponsored links ranked based on click-through rate). 

Regarding claims 1 and 2, Calabria teaches wherein the link is not prominently placed in 
the search result when it is not placed on the first page of the search result; wherein the 
advertisement is prominently placed along with the search result when it is placed on the first 
page of the search result ((see [0037], [0059], [0072], [0134]). 

Regarding claims 13, 21-23, 24 and 32-35, Calabria teaches determining whether a user 
selected a link to the item when the link was included on a page other than the first page of a 
search result of a search using a search term; and when it is determined that a user selected a link 
to the item when the link was included, on a page other than the first page of a search result of a 
search using a search term, requesting an advertisement to be placed on the first page of a search 
result for a search using that search term. Calabria teaches advertisement (sponsored) ranked 
placed based on the amount that are willing to pay also based on click through (see [0021] - 
[0025], [0037] - [0042]). 
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Regarding claims 14 and 25, Calabria teaches search engine service provides the link of a 
search result without payment of an advertisement fee (search result are provided to the user 
without the user paying advertisement fee). 

Examiner would like to point out that whether the search engine service provides the link 
with or without the payment does not affect the step of "determining whether a user selected a 
link" and the step of" requesting and advertisement to be placed". Since there is no additional 
step performed, this nonfunctional descriptive material will not distinguish the claimed invention 
from the prior art in terms of patentability, see In re Gulack, 703 F.2D 1381, 1385, 217 USPQ 
401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (fed. Cir. 1994). 

Regarding claims 15-20 and 26-32 Calabria teaches wherein a fee is paid for requesting 
payment of the advertisement; wherein the advertisement is paid for on a cost-per-selection 
basis, wherein the links are provided without charge to a vendor of the item and the requested 
advertisement is paid for by the vendor on a cost-per-selection basis; wherein a fee paid for the 
advertisement associated with the search term is based on prominence of the placement of the 
link in the search result and number of selections of the link to the item of search results (see 
[0004] - [0012], [0019] -[0021]). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Paine et al. (US 7,225,182 B2) teaches recording each click on a search result. 
Meisel et al. (US 7,035,812 B2) teaches multi-element bidding for influencing a position 
on a search result. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yehdega Retta whose telephone number is (571) 272-6723. The 
examiner can normally be reached on 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Yehdega Retta/ 

Primary Examiner, Art Unit 3622 



